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Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 
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Kari M. MakEENTRALFAX 


Group Art Unit 


MAU-l 


Examiner Name 


Nguyen, Tan D. 
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Attorney Docket Number 


FORSAL-25 



2006 



0 
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Fee Attached 



Amendment / Response 
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After Final 



□ 



□ 

□ 
□ 
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Extension of Time Request 

Express Abandonment Request 
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Certified Copy of Priority 
Document(s) 
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Incomplete Application 
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(For en Application) 

Drawing(s) 

Licensing-related Papers 



Petition Routing Slip (PTO/SB/69) 
And Accompanying Petition 

To Convert a Provisional Application 

Power of Attorney, Revocation 
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Request for Refund 
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Patrick J. G . Stiennon, Reg. No. 34934 



Signature 



Date 



*U(2 - 



May 24. 2006 



CERTIFICATE OF FACSIMILE TRANSMISSION 



I hereby certify that this correspondence is being facsimile transmitted to United States Patent and 
Trademark Office on this date; 



May 24, 2006 



Typed or printed name 



Patrick J. G. Stiennon, Reg. No. 34934 



Signature 



Date 



May 24, 2006 



2/10 « RCVD AT 5/24/2O06 4:52:41 PM [Eastern Daylight Time] " SVR:USPTO-EFXRF-6/33 * DNIS: 2738300 » CSID: 16082504874 ■ DURATION <mm-ss):04-12 



05/24/2066 15:11 16082504874 



STIENNON & STIENNON 



PAGE 63 



PTO/SB/17(12-97) 

Approved for use through 09/30/00. OMB 0651-0032 
.. ^ r> * i , Patent and Trademark Office: U.S. DEPARTMENT OF COMMERCE 

Under the Paperwork Reduction Act of 1995, no persons are required to respond to a collection of information unless it displays a valid OMB 
control number. 
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Patent fees are subject to annual revision 



TOTAL AMOUNT OF PAYMENT I $500.00 
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indicated fees and credit any over payments to: 
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Required Under 
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50 
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month 
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month 
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month 

Notice of Appeal 
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appeal 
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proceeding 

Petition to revive - unavoidable 



Petition to revive - unintentional 
Utility Issue fea (or reissue) 

Design Issue fee 
Plant issue fee 

Petitions to the Commissioner 

Petitions related to provisional 
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Submission of Information 
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Recording each patent 
assignment per property (times 
number of properties) 

Filing a submission after final 
rejection {37 CFR 1.129(a)) 
For each additional invention to 
be examined (37 CFR 1.129(b)) 



Fee Description Fee Paid 

Surcharge - late filing fee or oath 

Surcharge - late provisional filing 
fee or cover sheet 

Non-English specification 



$500.00 
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Date 
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Approved for use through xx/xx/200x. OMB 0651-OOxx 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
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PRE-APPEAL BRIEF REQUEST FOR REVIEW 



Docket Number (Optional) 
FORSAL-25 



I hereby certify that this correspondence ts being deposited with me 
United States Postal Service with sufficient postage as first class mail 
in an envelope addressed to "Mail Stop AF, Commissioner for 
Patents, P.O. Box 1450, Alexandria. VA 22313-1450* [37 CFR 1.8(a)) 

™ May 24, 20$ 6 



Signature. 




Typed or printed 

name Patrick J.G. 



SJiiennon 



Application Number 

09/966,424 



Filed 



Sept, 28, 2001 



First .Named Inventor 
Kari M. Maki 



Art Unit 
3629 



Examiner 

Nguyen , Tan . 



Apptfcant requests review of the final rejection in the above-identified application. No amendments are being filed 
with this request. 



This request Is being filed with a notice of appeal. 



The review is requested for the reason(s) stated on the attached sheet(s). 
Note: No more than five (5) pages may be provided. 



'A" 

applicant/inventor. , 11 r 

| I assignee of record of the entire interest. 

1 1 See 37 CFR 3.71. Statement under 37 CFR 3.73(b) is enclosed, 

(Form PTO/SB/96) 

|X | attorney or agent of record. 34904 

Registration number . . 



| | attorney or agent acting under 37 CFR 1 -34. 
Registration number If acting under 37 CFR 1.34 _ 



Patrick 


Signature 

J.G. Stiennon 




Typed or printed name 


608-250 


-4810 




Telephone number 


May 24, 


2006 


Date 



NOTE: Signatures of all the inventors or assignees of record of the entire Interest or their representative (s) are required. 
Submit multiple forms if more than one signature is required, see below*. 



*Total of forms are submitted. 



This collection of information Is required by 35 U.S. C. 132. The IrrformaUon is required to obtain or retain a benefit by the public which Is to file (and by the USPTO 
to process) an application. Confidentiality rs governed by 35 U.S.C. 122 and 37 CFR 1.11, 1.14 and 41.6- This collection is estimated to take 12 minutes to 
complete, including gathering, preparing, and submitting the completed application form to the USPTO. Ttme wilj vary depending upon the individual case. Any 
comments on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, 
U.S. Patent and Trademark Office, U.S. Department of Commerce. P.O. Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED 
FORMS TO THIS ADDRESS. SEND TO: Mall Stop AF, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450. 

if you need assistance in completing the form, catt 1-800-PTO-9199 end select option 2. 
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CENTRAL PAX CENTER 



MAY 2 h 2006 

In The United States Patent And Trademark Office 

Applicant: Kari M. Maki Date: May 24, 2006 

Date Filed: Sept. 28, 2001 Docket No. : FORSAL-25 

App. No. : 09/966,424 Art Unit: 3629 

Maintenance Management System Examiner: Nguyen, Tan D. 

for a Production Plant 



For: 



Certificate of Facsimile Transmission 
I hereby certify that this correspondence is being transmitted 
via facsimile to the U.S. Patent and Trademark Office 

o n May 24. 2006 



Date 



Signature 

Patrick J. G. Stiennon. Reg. No. 34934 
Name of applicant, assignee or Registered Representative 



Pre- Appeal Brief Request for Review 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 223 1 3-1450 

Dear Sir: 

ARGUMENT 

The examiner has failed to consider all the limitations of the claims in making his 
rejection. 

A* The examiner has failed to consider the preamble a positive limitation on the 
claims. 

In the Office action dated Feb. 24, 2006, on p. 3, lines 1 1-14, and p. 1 6, lines 9-14, the 
examiner states: 

Moreover, this limitation [to a paper mill, or board mill or pulp 
production plant or paper finishing plant] only appears in the 
preamble and [is] not shown in the body of the claim and 
therefore, it receives very little patentable weight. If this 
limitation is critical, it should also appear in the body of the 
claim. 



1 
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Application No,: 09/966,424 

Pre-Appeal Brief Request for Review filed May 24, 2006 

The claims are limited to a paper mill, or board mill or pulp production plant or paper 
finishing plant, which is a positive limitation in all the claims because: 1. Applicant has stated 
on the record that the preamble breathes life and breath into the claims (Amendment Filed 
Dec. 5, 2005, p. 9, lines 12-15) (see MPEP 2111.02, p. 2100-52, col. 2, lines 31-35); 2. The 
body of each claim refers to the preamble "production plant" thus making the preamble a 
positive limitation of the claims; and 3. A paper mill, or board mill or pulp production plant 
or paper finishing plant have been explicitly set forth as a limitation in the body of claims 20 
(twice) and 21 (four times). 

EP 0 822 473 discloses at Col. 1, lines 6-8: "Maintenance against a trouble in an 
industrial equipment requiring maintenance, such as a semiconductor device manufacturing 
apparatus", but not the claimed "paper mill, or board mill or pulp production plant or paper 
finishing plant". EP 0 822 473 discloses generic industrial equipment "such as a 
semiconductor device manufacturing apparatus", but that only makes it obvious to try the 
method disclosed on various manufacturing apparatus but does not make obvious by itself a 
method for servicing a paper mill, a board mill, a pulp production plant, or a paper finishing 
plant. But more to the point, EP 0 822 473 teaches performing or managing maintenance on 
industrial equipment of various types, while applicant's claims are directed to performing 
additional functional steps with respect to production systems of a paper mill, a board mill, a 
pulp production plant, or a paper finishing plant. 

B. Limitations in the body of the claims not considered by the examiner 

Claim 20 

a production management system holding specifications of 
ordered products and passing information to the process 
control system; 

Ordered products as they relate to the claimed system is not addressed by the examiner. 

receiving in a reporting system, data from the process 
control system, the production management system, the 

2 
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maintenance information system, and the machinery 
conditioning system, and processing said data into different 
types of formatted reports; 

Processing data into formatted reports is not addressed by the examiner, 

scheduling maintenance periods based on the continuous 
data collection and extending the periods when the units of 
machinery exhibit continuous operation without any signs 
of malfunction; 

Extending periods of continuous operation is not addressed by the examiner. 
Claim 21 

continuously gathering data related to manufacturing 
processes and machinery of the paper mill, or the board 
mill, or the pulp production plant, or the paper finishing 
plant by a plurality of information systems comprised of a 
process control system, a production management system, a 
maintenance information system, and a machinery 
condition monitoring system; 

The specific control system with four components is not addressed by the examiner. 

utilizing a process control system to receive selected target 
values of variables relating to the production of pulp, 
paper, board, or paper finishing, and to gather 
measurement data from process machinery of the paper 
mill, board mill, pulp production plant or paper finishing 
plant, and to control said process machinery; 

Gathering measurement data of a particular type and control of a particular type of 
process machinery is not addressed by the examiner. 

utilizing a production management system to hold 
specifications of ordered products and to pass information 
to the process control system; 

Specifications of ordered products and the process steps connected therewith are not 
addressed by the examiner. 



3 
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utilizing a machinery condition monitoring system to log 
process parameters including vibrations, circulating 
lubrication oil system, bearings, and cleanliness of fabrics; 

Logging vibrations, oil systems, bearings and fabrics are not addressed by the examiner. 

receiving in a reporting system data from the process 
control system, the production management system, the 
maintenance information system, and the machinery 
conditioning system, and processing said data into different 
types of formatted reports; 

Formatting reports is not addressed by the examiner. 

The examiner has not considered these limitations which highlight the differences 
between EP 0 822 473 and applicant's claimed invention "a paper mill, or board mill or pulp 
production plant or paper finishing plant". The reference point of EP 0 822 473 is 
semiconductor device manufacturing which does not suggest applicants claimed steps which 
relate to, are informed by, and which claim a method for servicing a paper mill, a board mill, 
a pulp production plant, or a paper finishing plant. 

The standard for a prima facie case of obviousness is set forth at MPEP 706.02 (j) "The 
initial burden is on the Examiner to provide some suggestion of the desirability of doing what 
the inventor has done." If the references do not expressly or impliedly suggest the claimed 
invention then "the examiner must present a convincing line of reasoning as to why the 
artisan would have found the claimed invention to have been obvious in light of the teachings 
of the references." 

Continuing to refer to MPEP 706.02 (j) "The teaching or suggestion to make the claimed 
combination and the reasonable expectation of success must both be found in the prior art and 
not based on applicant's disclosure. ** 

The examiner has, instead of making a prima facie case, argued the references do not 
specifically exclude applicant's claimed steps, repeatedly referring to open ended language of 
the EP 0822 473 specification, (see Office Action dated Feb. 24, 2006, p. 4, lines 13-17; p. 9, 

4 
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lines 10-13; p. 10, lines 12-14, and p. 17, lines 1-6). Finally, the examiner explicitly shifts 
the burden of making a prima facie case on to the applicant stating "Therefore, applicants 
have not shown why it's not obvious to apply the teaching [ofj EP 0822 473 to other 
industries." (P. 17, lines 5-6.) 

With respect to claim 19, the examiner has failed to consider the preamble as a positive 
limitation, and with respect to the limitation contained in the preamble has not shown a 
motivation and expectation of success in applying the teaching of EP 0822 473 to a paper 
mill, a board mill, a pulp production plant, or a paper finishing plant. Further with respect to 
claims 20, and 21 the examiner has additionally failing to make a prima facie case of 
obviousness for each element of each claim and thus has failed to make his prima facie case 
with respect to claims 20, and 21 . 

Allowance of all pending claims is respectfully requested. 

Respectfully submitted, 



Patrick J. G. Stiennon, Reg. No. 34934 
Attorney for Applicant 
Stiennon & Stiennon 
P.O. Box 1667 

Madison, Wisconsin 53701-1667 
(608) 250-4870 
pre-Appeal. res/amdt 
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